United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 22313<]450 
www.uspto.gov 



APPLICATION NO. 



FILJNG DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO, 



10/627,642 



136 



07/28/2003 



7590 



04/20/2004 



JACOBSON HOLMAN PLLC 
400 SEVENTH STREET N.W. 
SUITE 600 

WASHINGTON, DC 20004 



Makoto Hirata 



P65588US1 



3596 



EXAMINER 



KEYS, ROSALYND ANN 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 04/20/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No* 

10/627,642 


Applicant(s) 
HIRATA ET AL. 


Examiner 

Rosaiynd Keys 


Art Unit 

1621 





- The MAILING DATE of this communication appears on t/ie cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication{s) filed on . 

2a)n This action is FINAL. 2b)S This action Is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 25 is/are pending In the application, 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 25 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)0 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|EI All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/581 ,086 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) Notice of References Cited (PTO-892) 

2) en Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 7/28/03 . 



4) [H Inten/iew Summary (PTO-413) 
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5) □ Notice of Informal Patent Application (PTO-152) 
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DETAILED AaiON 
Status of Claim 

1 . Claim 25 is pending. 
Claim 25 is rejected. 
Claims 1-24 ore cancelled. 

Priority 

2. Applicant has not complied with one or more conditions for receiving the benefit 
of an earlier filing date under 35 U.S.C. 120 as follows: 

An application in which the benefits of an earlier application are desired must 
contain a specific reference to the prior application (s) in the first sentence of the 
specification of in an application data sheet (37 CFR 1.78(a)(2) and (a)(5)). The 
specific reference to any prior nonprovisional application must include the relationship 
(i.e., continuation, divisional, or continuation-in-part) between the applications except 
when the reference is to a prior application of a CPA assigned the same application 
number. 

3. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
09/581 ,086, filed on June 9, 2000. 

Information Disclosure Statement 

4. The information disclosure statement filed July 28, 2003 has been considered. 
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Specification 

5. Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the 
patent and should include that which is new in the art to which the invention pertains. 
If the patent is of a basic nature, the entire technical disclosure may be new in the art 
and the abstract should be directed to the entire disclosure. If the patent is in the 
nature of an improvement in an old apparatus, process, product, or composition, the 
abstract should include the technical disclosure of the improvement. In certain 
patents, particularly those for compounds and compositions, wherein the process for 
making and/or the use thereof are not obvious, the abstract should set forth a process 
for making and/or use thereof. If the new technical disclosure involves modifications or 
alternatives, the abstract should mention byway of example the preferred modification 
or alternative. 

The abstract should not refer to purported merits or speculative applications of 
the invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1 ) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) If a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

6. The abstract of the disclosure is objected to because it is not a concise 
statement of the technical disclosure of the invention and it does not include that 
which is new in the art to which the invention pertains, i.e., if a chemical compound, its 
identity and use. Correction is required. See MPEP § 608.01 (b). 

7. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction of 
the following is required: there is no support for an optically active derivative of the 
compound having the formula (4). 
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Claim Rejections - 35 USC § 10? 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 

composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

C/a/m Rejections - 35 USC § 112 

9. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

10. Clainn 25 is rejected under 35 U.S.C. 101 because the clainned invention is not 
supported by either a specific or substantial asserted utility or a well-established utility. 

Claim 25 does not have a substantial asserted utility because an intermediate, 
which is useful to make another intermediate, is not a substantial utility. See Bindra v. 
Kelly, 206 USPQ 570 (BdPatApp&Int 1979) and MPEP 2107.01. 

Claim 25 is also rejected under 35 U.S.C. 1 12, first paragraph. Specifically, since 
the claimed invention is not supported by either a specific or substantial asserted utility 
or a well established utility for the reasons set forth above, one skilled in the art clearly 
would not know how to use the claimed invention. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was Icnown or used by others in this countr/, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

1 2. Claim 25 is rejected under 35 U.S.C. 1 02(a) as being anticipated by Engel et al. 
(US 5,710,145). 

Engel discloses a compound having the claimed formula (4) (see compound (III) 
and column 5, lines 52-57, wherein P] is a hydroxy protecting group and L is preferably 
O-mesyl). Mesyl is a well-known hydroxy protecting group. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Botteghi et al. (US 4,438,033) teach protection of a 3-hydroxy group with other 
active groups including mesyl (see column 3, lines 8-11). 

Rohim et al. (US 5,157,1 14) disclose mesyl as a protected hydroxy ( see column 8, 
lines 16-19). 

Yamanako et al. (US 5,532,354) disclose mesyl as a protected hydroxy group (see 
claim 8). 

Matsuo et al. (US 5,654,400) disclose mesyl as a conventional hydroxy protective 
group (see column 7, lines 39-41). 

Brook et al. (Tetrahedron Letters, Vol. 38, No. 40, August 1997, pp. 6997-7000) 
teach use of the tris{trimethylsilyl)silyl group to protect primary and secondary alcohols 
(see entire document). 
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1 4. Any inquiry concerning ttiis communication or earlier communications from tlie 
examiner sliould be directed to Rosalynd Keys whose telephone number is 571-272- 
0639. The examiner can normally be reached on M and F 3:00-8:00 pm and T-R 5:30- 
10:30 am. 

If attempts to reach the examiner by telephone ore unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
hove questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 17-9 197 (toll-free). 
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Primary Examiner 
Art Unit 1621 
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